United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/210,472 



21171 



12/14/1998 



7590 02/22/2005 

STAAS & HALSEY LLP 
SUITE 700 

1201 NEW YORK AVENUE, N.W. 
WASHINGTON, DC 20005 



GYU-YEONG SON 



1399.1001 



5435 



EXAMINER 



TRAN, THAI Q 



ART UNIT 



PAPER NUMBER 



2616 

DATE MAILED: 02/22/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/210,472 


Applicant(s) 
SON ETAL. 


Examiner 
Thai Tran 


Art Unit 

2616 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 



Period for Reply 
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DETAILED ACTION 

1 . Please include the new Art Unit 2616 in the caption or heading of any written or 
facsimile communication submitted after this Office Action because the Examiner, who 
was assigned to Art Unit 2615, will be assigned to new Art Unit 2616. Your cooperation 
in this matter will assist in the timely processing of the submission and is appreciated by 
the Office. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on Oct. 12, 
2004 has been entered. 

Response to Arguments 

3. Applicant's arguments filed Oct. 21 , 2004 have been fully considered but they are 
not persuasive. 

In re pages 1-2, applicants argue that the Advisory Action does not address the 
arguments presented in the Response or the evidence filed August 10, 2004 and, since 
that neither the Advisory Action nor the Final Office Action of April 13, 2004 answer and 
address all traversals as well as all evidence filed August 10, 2004, the Advisory Action 
and the Final Office Action should be withdrawn, and that a new Office Action or Notice 
of Allowance be issued in compliance with MPEP 707.07(f). 



Application/Control Number: 09/210,472 Page 3 

Art Unit: 2616 

In response, after considering the Declaration Under Rule 131(a) filed Sept. 30, 
2003 and the Declaration Under Rule 132 filed Aug. 10, 2004, it is agreed that the 
Declaration Under Rule 132 filed Aug. 10, 2004 establishes reasonable diligence 
between at least Oct. 8, 1997 and the date of foreign filing for the above referenced 
application of December 1 3, 1 997. 

However, the Declaration Under Rule 131 (a) filed Sept. 30, 2003 is insufficient 
to establish a conception of the invention prior to the effective date of the Cato (U.S. 
Patent No. 6,412,111) reference. 

In re Mulder, 716 F.2d 1542, 1545, 219 USPQ 189, 193 (Fed. Cir. 1983) (37 CFR 
1.131 issue) state that "what Rule 131(b) says they have to show is conception in this 
country prior to Rodgers' date coupled with "due diligence from said date to *** the 
filing of the application." The first question, therefore, is the date of conception in this 
country. The PTO (both the examiner and the board) have accepted July 15, 1974, the 
date of receipt in the U.S. of the draft application, as a conception date". "The invention 
disclosure form" signed on Sept. 26, 1997 in the Declaration Under Rule 131(a) filed 
Sept. 30, 2003 is not conception in this country as required by In re Mulder. 

Declaration Under Rule 131(a) 
4. Affidavit or Declaration Under 37 CFR 1. 131: Ineffective, Insufficient Evidence of 
Conception 

The evidence submitted is insufficient to establish a conception of the invention 
prior to the effective date of the Cato reference. While conception is the mental part of 
the inventive act, it must be capable of proof, such as by demonstrative evidence or by 
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a complete disclosure to another. Conception is more than a vague idea of how to solve 
a problem. The requisite means themselves and their interaction must also be 
comprehended. See Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 
1897). 

As discussed above, "the invention disclosure form" signed on Sept. 
26, 1997 in the Declaration Under Rule 131(a) filed Sept. 30, 2003 is not conception in 
this country as required by In re Mulder. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 16-35 and 37-81 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Cato ('11 1 B1) as set forth in previous Office Action. 

Regarding claim 16, Cato discloses a method of reserved recording of an 
upcoming program while a program preview for the upcoming program is being 
broadcast (Fig. 3), the method comprising: 

receiving program guide information associated with the upcoming program (col. 

7. line 63 to col. 8, line 15); 
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receiving, during the broadcast of the program review, a user command to 
reserve the upcoming program for future recording (col. 10, lines 54-66); and 

reserving, in response to the user command, the upcoming program for future 
recording using the received program guide information (col. 10, lines 1-32), 

wherein said reserving the upcoming program is only operable while the program 
preview is being displayed (col. 10, lines 54-67). 

Regarding claim 17, Cato discloses the claimed wherein the program guide 
information is embedded in the program preview (col. 7, lines 33-61). 

Regarding claim 18, Cato discloses the claimed wherein the program preview 
comprises audio and video data in addition to the program guide information (col. 9, 
lines 26-33). 

Regarding claim 19, Cato discloses the claimed wherein said receiving the 
program guide information comprises automatically receiving the program guide 
information for the upcoming program to be broadcast at the future time without another 
user command requesting the program guide information (col. 7, line 63 to col. 8, line 
15). 

Regarding claim 20, Cato discloses the claimed wherein said reserving the 
upcoming program comprises reserving the upcoming program without retrieving stored 
program guide information from a memory (col. 1 1 , line 49 to col. 12, line 15). 

Regarding claim 21, Cato discloses the claimed prompting a user for the user 
command to reserve the upcoming program for future recording during the broadcast of 
the program preview (col. 11, line 49 to col. 12, line 15). 
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Regarding claim 22, Cato discloses the claimed providing a user input interface 
having user selection keys, wherein the user command is generated in response to only 
one of the user selection keys being depressed (col. 1 1 , line 49 to col. 1 2, line 1 5). 

Regarding claim 23, Cato discloses the claimed wherein the user command is 
generated in response to a single action of a user (col. 11, line 49 to col. 12, line 15). 

Regarding claim 24, Cato discloses a program recording device (Fig. 3) for 
reserved recording of an upcoming program while a program preview or the upcoming 
program is being broadcast, the device comprising: 

a memory (internal memory 332, col. 10, lines 1-21) to store program guide 
information associated with the upcoming program; 

a user interface (col. 1 1 , line 49 to col. 12, line 15) to receive, during the 
broadcast of the program preview, a user command to reserve the upcoming program 
for future recording; and 

a controller (CPU 312, col. 11, lines 39-48) to reserve the upcoming program for 
future recording using the program guide information, 

wherein the program guide information is not stored in said memory unit the user 
command is received (col. 4, lines 60-65 and col. 10, lines 1-20 and 54-67), and 

the controller is not operable to reserve the upcoming program unless the user 
command is receiving during the broadcast of the program information (col. 7, lines 46- 
62 and col. 1 1 , line 49 to col. 1 2, line 1 5). 

Regarding claim 25, Cato discloses the claimed a receiver to receive the 
program guide information (receiver 104, col. 7, line 63 to col. 8, line 15). 
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Regarding claim 26, Cato discloses the claimed wherein the program guide 
information is embedded in the program preview (col. 7, lines 33-61). 

Regarding claim 27, Cato discloses the claimed wherein the program preview 
comprises audio and video data in addition to the program guide information (col. 9, 
lines 26-33). 

Regarding claim 28, Cato discloses the claimed wherein the program guide 
information for the upcoming program to be broadcast at the future time is automatically 
received without another user command requesting the program guide information (col. 
7, line 63 to col. 8, line 15). 

Regarding claim 29, Cato discloses the claimed wherein the program guide 
information is not stored as it is received by said receiver unless in response to the user 
command to reserve the upcoming program for future recording (col. 4, lines 60-65 and 
col. 10, lines 1-20 and 54-67). 

Regarding claim 30, Cato discloses the claimed wherein said controller further 
prompts a user for the user command during the broadcast of the program preview (col. 
11, line 49 to col. 12, line 15). 

Regarding claim 31, Cato discloses the claimed a user input interface having 
user selection keys, wherein the user command is generated in response to only one of 
the user selection keys being depressed (col. 1 1 , line 49 to col. 12, line 15). 

Regarding claim 32, Cato discloses the claimed wherein the user command is 
generated in response to a single action of a user (col. 1 1 , line 49 to col. 12, line 15). 
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Regarding claim 33, Cato discloses the claimed a recording unit (video cassette 
recorder, col. 11, line 49 to col. 12, line 15) that is operable to record the upcoming 
program in accordance with the program guide information stored in said memory. 

Regarding claim 34, Cato discloses the claimed wherein said recording unit 
comprises a video cassette recorder (col. 1 1 , line 49 to col. 12, line 15). 

Regarding claim 35, Cato discloses the claimed wherein said recording unit 
comprises a television having a recording unit (col. 11, line 49 to col. 12, line 15). 

The computer readable storage medium claims 37 is met by the internal memory 
332 disclosed in col. 6, lines 54-67 and reasons as discussed in claim 16 above. 

Claim 38 is rejected for the same reasons as discussed in claim 17 above. 

Claim 39 is rejected for the same reasons as discussed in claim 21 above. 

Claim 40 is rejected for the same reasons as discussed in claim 22 above. 

Claim 41 is rejected for the same reasons as discussed in claim 18 above. 

Claim 42 is rejected for the same reasons as discussed in claim 19 above. 

Claim 43 is rejected for the same reasons as discussed in claim 20 above. 

Claim 44 is rejected for the same reasons as discussed in claim 23 above. 

Regarding claim 45, Cato discloses the claimed recording the upcoming program 
in accordance with the program guide information (col. 1 1 , line 49 to col. 12, line 15). 

Regarding claim 46, Cato discloses a method of reserved recording of an 
upcoming program while a program preview for the upcoming program is being 
broadcast (Fig. 3), the method comprising: 
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receiving the program preview including program guide information associated 
with the upcoming program (col. 7, line 63 to col. 8 f line 15); 

displaying the program preview (col. 7, lines 23-32); 

receiving, during said displaying the program preview, a user command to 
reserve the upcoming program for future recording while the program guide information 
is being received (col. 1 1 , line 49 to col. 12, line 15); and 

reserving, in response to the user command, the upcoming program for future 
recording using the received program guide information without the program guide 
information being displayed (col. 11, line 49 to col. 12, line 15). 

Regarding claim 47, Cato discloses the claimed receiving a plurality of program 
previews for a plurality of upcoming programs (col. 7, line 63 to col. 8, line 15); and 
storing the plurality of program previews (col. 7, line 63 to col. 8, line 15); wherein said 
displaying the program previews comprises sequentially replaying the stored plurality of 
program previews (col. 7, line 63 to col. 8, line 15). 

Claim 48 is rejected for the same reasons as discussed in claim 22 above. 

Claim 49 is rejected for the same reasons as discussed in claim 23 above. 

Regarding claim 50, Cato discloses a method of reserved recording of an 
upcoming program while a program preview for the upcoming program being broadcast 
(Fig. 3), the method comprising: 

receiving program guide information associated with the upcoming program (col. 
7, line 63 to col. 8, line 15); 
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using a user input interface having user selection keys to generate a user 
command to reserve the upcoming program for future recording in accordance with a 
single action of one of the user selection keys being depressed to selected and reserve 
the upcoming program (col. 1 1 , line 49 to col. 12, line 15); and 

reserving, in response to the user command, the upcoming program for future 
recording using the received program guide information (col. 11, line 49 to col. 12, line 
15). 

Regarding claim 51, Cato discloses the claimed wherein the user command is 
generated in response to the single action of a user while the program guide information 
is not displayed (col. 11, line 49 to col. 12, line 15). 

The computer readable storage medium claims 52 is met by the internal memory 
332 disclosed in col. 6, lines 54-67 and reasons as discussed in claim 50 above. 

Claim 53 is rejected for the same reasons as discussed in claim 51 above. 

Claim 54 is rejected for the same reasons as discussed in claim 17 above. 

Claim 55 is rejected for the same reasons as discussed in claim 18 above. 

Claim 56 is rejected for the same reasons as discussed in claim 19 above. 

Claim 57 is rejected for the same reasons as discussed in claim 20 above. 

Claim 58 is rejected for the same reasons as discussed in claim 21 above. 

Claim 59 is rejected for the same reasons as discussed in claim 22 above. 

Claim 60 is rejected for the same reasons as discussed in claim 23 above. 

Claim 61 is rejected for the same reasons as discussed in claim 25 above. 



Application/Control Number: 09/210,472 Page 1 1 

Art Unit: 2616 

Claim 62 is rejected for the same reasons as discussed in claims 17 and 26 

above. 

Claim 63 is rejected for the same reasons as discussed in claims 18 and 27 

above. 

Claim 64 is rejected for the same reasons as discussed in claim 28 above. 

Regarding claim 65, Cato discloses the claimed wherein the program guide 
information is not displayed as it is received by said receiver while the user command to 
reserve the upcoming program for future recording is received (col. 1 1 , line 49 to col. 
12, line 15). 

Claim 66 is rejected for the same reasons as discussed in claim 30 above. 
Claim 67 is rejected for the same reasons as discussed in claims 22 and 31 

above. 

Claim 68 is rejected for the same reasons as discussed in claims 23 and 32 

above. 



Claim 


69 


is 


rejected 


for the 


same 


reasons as 


discussed 


in 


claim 33 above. 


Claim 


70 


is 


rejected 


for the 


same 


reasons as 


discussed 


in 


claim 17 above. 


Claim 


71 


is 


rejected 


for the 


same 


reasons as 


discussed 


in 


claims 21 and 39 



above. 

Claim 72 is rejected for the same reasons as discussed in claims 22 and 40 

above. 

Claim 73 is rejected for the same reasons as discussed in claims 18 and 41 

above. 



Application/Control Number: 09/210,472 Page 12 

Art Unit: 2616 

Claim 74 is rejected for the same reasons as discussed in claims 19 and 42 

above. 

Claim 75 is rejected for the same reasons as discussed in claims 20 and 43 

above. 

Claim 76 is rejected for the same reasons as discussed in claims 21 and 44 

above. 

Claim 77 is rejected for the same reasons as discussed in claim 45 above. 

Regarding claim 78, Cato discloses the claimed wherein the received program 
guide information is not stored unless the user command is received (col. 4, lines 60-65 
and col. 10, lines 1-20 and 54-67). 

Claim 79 is rejected for the same reasons as discussed in claim 78 above. 

Claim 80 is rejected for the same reasons as discussed in claim 78 above. 

Regarding claim 81 , Cato discloses a method of reserved recording of an 
upcoming program while a program preview for the upcoming program is being 
broadcast (Fig. 3), the method comprising: 

receiving program guide information associated with the upcoming program, the 
program guide information being included with the program preview (col. 7, line 63 to 
col. 8, line 15 and col. 7, lines 33-61); 

receiving, during the broadcast of the program preview, a user command to 
reserve the upcoming program for future recording (col. 1 1 , line 49 to col. 12, line 15); 
and 
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reserving, in response to the user command, the upcoming program for future 
recording using the received program guide information (col. 11, line 49 to col. 12, line* 
15); 

wherein said reserving the upcoming program is only operable while the program 
preview is being broadcast (col. 1 1 , line 49 to col. 12, line 15). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

8. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cato 
('111 B1) as set forth in the previous Office Action. 

Cato discloses all the features of the instant invention as discussed in claim 33 
above except for providing wherein said recording unit comprises a Hard Disc drive. 



Application/Control Number: 09/210,472 Page 14 

Art Unit: 2616 

The capability of recording/reproducing video signal using Hard Disc drive is old 
and well known in the art and therefore Official Notice is taken. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the well known Hard Disc drive into Cato's system in order to 
decrease the time in searching for the desired video signal because Hard Disc drive has 
random access capability. 

9. Claims 82-85 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cato ('111 B1) in view of Mankovitz (719 B2) as set forth in the previous Office Action. 

Regarding claim 82, Cato discloses all the features of the instant invention as 
discussed in claim 16 above except for providing, if the user command is not received 
during the broadcast of the program preview: receiving another user command to 
display program information not received during the broadcast of the program preview; 
and reserving the upcoming program using the displayed program information. 

Mankovitz teaches a television program record scheduling and satellite receiver 
control using compressed codes having G-code switch 22 allowing the user to display 
program information not received during the broadcast of the program preview and 
reserving the upcoming program using the displayed program information (col. 1, line 66 
to col. 5, line 67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate the G-code decoder as taught by Mankovitz into Cato's system 
in order to simplify the process of programming the VCR for unattended recording. 
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Regarding claim 83, Mankovitz also discloses the claimed receiving another user 
command to display program information not received during the broadcast of the 
program preview (G-code switch 22 disclosed from col. 1 , line 66 to col. 5, line 67); and 
alternately reserving the upcoming program using the displayed program information 
(reserving the upcoming program using G-code disclosed from col. 1 , line 66 to col. 5, 
line 67). 

Claim 84 is rejected for the same reasons as discussed in claim 83 above. 

Claim 85 is rejected for the same reasons as discussed in claim 83 above. 
10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai Tran whose telephone number is (703) 305-4725. 
The examiner can normally be reached on Mon. to Friday, 8:00 AM to 5:30 PM. 

The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



